United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE f 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/559,740 


12/06/2005 


Masakazu Hirose 


81864.0078 


3856 



26021 7590 05/02/2007 

HOGAN & HARTSON L.L.P. 
1999 AVENUE OF THE STARS 
SUITE 1400 

LOS ANGELES, CA 90067 



EXAMINER 



GROUP, KARL E 



ART UNIT 



PAPER NUMBER 



1755 



MAIL DATE 



05/02/2007 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summarv 

viffvc nvlil/ff will i ti i tat y 


Application No. 

10/559,740 


Applicant(s) 

HIROSE ETAL 


Examiner 

Karl E. Group 


Art Unit 

1755 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 
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Claim Objections 

1 . Claims 4,5,8,1 1 ,1 3 are objected to because of the following informalities: 
Applicants are requested to remove the parenthesis from the claims since it is not clear 
if the contained limitation is required or not. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 6,7,9,12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 6 and 7 "the Q max " lacks antecedent basis. 
Claim 9 "the curie temperature" lacks antecedent basis. 
Claim 12 "the vibrational mode" lacks antecedent basis. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1,3-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Watanabe et al (US 3,532,628). 

See examples 1-19 in Table 1 which fall squarely within the claimed ranges. 
Products of identical composition may not have mutually exclusive properties. In 
re Spada 15 USPQ2d 1655,1658 (Fed. Circ. 1990). 

7. Claims 1-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Japanese document 49-14317. 

The Japanese document teaches a piezoelectric composition including 

Pb(Mn 1/3 Nb2/3)TiZr03 and .01-1 wt% Cr 2 0 3 . Transducers in clued electrodes not unlike 

that of claim 10. The Q m recited in table 1 is greater than 30. 

Although The k15 and the vibrational mode is not disclosed, it is well settled that 
when a claimed composition appears to be substantially the same as a composition 
disclosed in the prior art, the burden is properly upon the applicant to prove by way of 
tangible evidence that the prior art composition does not necessarily possess 
characteristics attributed to the CLAIMED composition. In re Spada, 91 1 F.2d 705, 15 
USPQ2d 1655 (Fed. Circ. 1990); In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 
1980); In re Swinehart, 439 F.2d 2109, 169 USPQ 226 (CCPA 1971). 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese document 49-14317 further in view of Dai et al 6,322,718. 

The Japanese document teaches the piezoelectric composition described above 
however fails to teach the addition of Mn0 2 . 

Dai et al is relied upon for teaching PZT composition where .1-1 wt% Mn0 2 is 
added to promote densification, enhance the Qm. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to further include Mn0 2 in the composition of the Japanese document 
because Dai et al teach such an inclusion improves densification and enhances the Qm. 

9. Claims 1 ,3-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Hase 
et al (US 5,279,996). 

See examples 19,21 in Table 1. 

10. Claims 1 ,3-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Japanese document 5-24846 

See examples bottom table on page 3. 

11. Claims 1,3-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Japanese document 49-42640. 

See examples in tables 1 and 2. 

12. Claims 1-13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sasaki et al (6,207,070). 

Sasaki et al teach a piezoelectric composition including Pb(Mni /3 Nb2/3)TiZr0 3 , 

.01-1 wt% Cr 2 0 3 and .1-.7 wt% Mn0 2 . 

Although The k15 and the vibrational mode is not disclosed, it is well settled that 
when a claimed composition appears to be substantially the same as a composition 
disclosed in the prior art, the burden is properly upon the applicant to prove by way of 
tangible evidence that the prior art composition does not necessarily possess 
characteristics attributed to the CLAIMED composition. In re Spada, 91 1 F.2d 705, 15 
USPQ2d 1655 (Fed. Circ. 1990); In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 
1980); In re Swinehart, 439 F.2d 2109, 169 USPQ 226 (CCPA 1971). 
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1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl E. Group whose telephone number is 571-272- 
1368. The examiner can normally be reached on M-F (6:30-4:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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